TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte REINHOLD CARLE and OITO | SAAC

Appeal No. 93-2757
Appl i cation 07/908, 8561

ON BRI EF

Bef ore W NTERS, SOFOCLEQOUS and GRON, Adm nistrative Patent
Judges.

W NTERS, Administrative Patent Judge.

! Application for patent filed July 1, 1992. According
to appellants, this application is a continuation of
Application 07/780,387, filed October 23, 1991, now abandoned;
which is a continuation of Application 07/155,555, filed
February 12, 1988, now abandoned.
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DECI S| ON ON APPEAL

Thi s appeal was taken fromthe exam ner’s deci sion
rejecting clainms 7 through 14, which are all of the clains
remai ning in the application.

REPRESENTATI VE CLAI M5

Clains 13 and 14, which are illustrative of the subject
matter on appeal, read as foll ows:

13. A process for the manufacture of canomle oil having
a high content of natural spiroethers including a cis-
spiroether content of at least 0.5 ng per 100 g of the
canom le oil and a trans-spiroether content of at |east 0.3 ny
per 100 ng of canomle oil, which process conprises subjecting
an extraction residue of a canomle extraction to steam
distillation or to an aqueous distillation.

14. A process for the manufacture of canomle oil having
a high content of natural spiroethers including a cis-
spiroether content of at least 0.5 ng per 100 g of the
canom le oil and a trans-spiroether content of at |east 0.3 ny
per 100 ng of canopbmle oil, which process conprises subjecting
fresh canomle, Matricaria Chanomlla (L.), to steam
distillation or to an aqueous distillation.

THE PRI OR ART REFERENCE

The prior art reference cited and relied on by the

exam ner is:

Franz et al. GB 2 170 404 A Aug. 6, 1986

(UK Pat ent Application)

THE 1| SSUE
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The issue presented for review is whether the exam ner
erred inrejecting clains 7 through 14 under 35 U. S. C
8§ 102(b) as anticipated by or, in the alternative, under
35 U.S.C. § 103 as unpatentable over GB 2 170 404 A

DEL| BERATI ONS

Qur deliberations in this matter have included eval uation
and review of the following materials: (1) the instant
specification, including all of the clains on appeal; (2)
appel lants” main Brief and Reply Brief before the Board; (3)
the Exam ner’s Answer and the conmunication nailed by the
exam ner March 28, 1996 (Paper No. 39); (4) GB 2 170 404 A
(5) the Carle Declaration, filed under the provisions of
37 CFR 8§ 1.132, executed May 20, 1992; and (6) the opinion and
deci sion entered by a different nerits panel of this Board in
Serial No. 07/155,555 (Appeal No. 90-1845, dated August 28,
1991).

On consideration of the record, including the above-
listed materials, we affirmthe exam ner’s decision rejecting
clainms 7 through 13. However, we reverse the exam ner’s
deci sion rejecting claim14.

CLAIMS 7 THROUGH 13
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Clainms 7 through 13 define a process for manufacturing
canom |l e oil having a high content of natural spiroethers,
wherei n the mani pul ati ve step conpri ses subjecting “an
extraction residue of a canom | e extraction” to steam or
aqueous distillation. The relatively broad phrase "an
extraction residue of a canom |l e extraction” places no
restriction on the nature or paraneters of the extraction
step. Furthernore, the extraction residue may be, for
exanple, a dry residue. See the instant specification, page
8, second full paragraph.

G ving these clains their broadest reasonable

interpretation consistent wwth the specification, In re Sneed,

710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. Cir. 1983), we
conclude that appellants’ starting material “reads on” the
dried canom | e fl owerheads or drug of the canom | e as disclosed
by GB 2 170 404 A in Exanple 1, page 13, lines 4 through 18.
Sinmply stated, we discern no limtation in clains 7 through 13
serving to distinguish “an extraction residue of a canomle
extraction” fromthe dried flowerheads disclosed by the
reference. Again, during patent exam nation, pending clains

nmust be interpreted as broadly as their terns reasonably all ow.
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In re Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Cr

1989) .

GB 2 170 404 A describes a process for preparing canonile
oi | which conprises subjecting dried canom | e flowerheads or
drug of the canonile to aqueous or steamdistillation. See
page 16, Exanple 7 of the reference. This reasonably appears
to constitute a description of the invention defined in clains
7 through 13 within the nmeaning of 35 U S. C

§ 102(b). Conpare In re Best, 562 F.2d 1252, 1255, 195 USPQ

430, 433-34 (CCPA 1977). See also In re Wodruff, 919 F. 2d

1575, 1578, 16 USPQ2d 1934, 1936 (Fed. G r. 1990) (discovery
of a new benefit of an old process does not nmake the old
process patentabl e again).

Accordingly, we affirmthe exam ner’s decision rejecting
clainms 7 through 13 on prior art grounds based on GB 2 170 404
A

CLAIM 14

In Exanple 7, page 16, GB 2 170 404 A discloses a process
for preparing canmomile oil which conprises subjecting dried
canom |l e fl owerheads to aqueous or steamdistillation. Caim

17 of the reference, page 19, describes in relevant part “[a]n
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essential oil obtained using fresh, frozen or dried flowers of

a tetraploid canomle as clained in claiml1l or 2" (enphasis
added) .

To sustain the examner’s rejection of claim14 under
35 U.S.C. 8 102(b), it would be necessary to conbine the
di scl osures of Exanple 7 and claim 17 of the British patent.

This is inproper. As stated in In re Arkley, 455 F.2d 586,

587-88, 172 USPQ 524, 526 (CCPA 1972):

Thus, for the instant rejection under 35 U S. C

8§ 102(e) to have been proper, the Flynn reference
nmust clearly and unequivocally disclose the clained
compound or direct those skilled in the art to the
conmpound w t hout any need for picking, choosing, and
conbi ni ng various disclosures not directly rel ated
to each other by the teachings of the cited
reference. Such picking and choosi ng may be
entirely proper in the maki ng of a 103, obvi ousness
rejection, where the applicant nust be afforded an
opportunity to rebut with objective evidence any

i nference of obviousness which nay arise fromthe
simlarity of the subject matter which he clains to
the prior art, but it has no place in the making of
a 102, anticipation rejection.

Accordi ngly, we shall not sustain the exam ner’s rejection

under 35 U. S.C. 8 102(b) because “such picking and choosi ng”

has no place in the making of a 8 102 rejection.
Furthernmore, GB 2 170 404 A expounds the inportance of

drying canom | e fl owerheads during recovery of the drug. The
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reference teaches that the tenperature of drying is a result-
effective variable, i.e., drying the fl owerheads at
tenperatures no higher than 50EC produces a rel atively high
content of chamazul ene and (-)-"-bisabolol in the recovered
product. See the reference, page 7, line 62 through page 8,
line 30; page 9, lines 46 through 52; and page 13, lines 4
through 25. On these facts, we do not believe that claim 17
of GB 2 170 404 A, considered in conjunction with Exanple 7,
unequi vocal | y descri bes a process of subjecting fresh canomle
flowers to aqueous or steamdistillation. Rather, the nore
pl ausi bl e interpretation of the reference is that fresh
fl ower heads are used to prepare dried flowerheads which, in
turn, are used to prepare essential oils by agueous or steam
distillation. To the extent that the previous Board opinion
(Appeal No. 90-1845, dated August 28, 1991) nmy be interpreted
as finding that Exanple 7 of the British patent, coupled wth
claim 17 therein, describes the invention here defined in
claim 14, we di sagree.

For these reasons, we reverse the rejection of claim14
under 35 U.S.C. § 102(b) based on the description in GB 2 170

404 A



Appeal No. 93-2757
Application 07/908, 856

We shall not pass on the question whether the invention

defined in claim14 woul d have been prina facie obvious over

GB 2 170 404 A. Rather, for the purposes of this appeal, we
shal | assune arguendo that GB 2 170 404 A establishes a case

of prima facie obviousness of this claim The Carle

Decl arati on, however, rebuts any such prinma facie case.

In the Carle Declaration, executed May 20, 1992, the
decl arant conducted si de-by-side tests conparing the aqueous
distillation of fresh and dried canomile flowers. Both
distillations were carried out “exactly as in Exanple 7 of
British patent 2 170 404.” As reported in the declaration,
the aqueous distillation of fresh flowers provided a
significantly enhanced yield of (-)-'-bisabolol, chanazul ene,
ci s-spiroether and trans-spiroether.

The exam ner does not critique the Carle Declaration in
any manner whatsoever, e.g., by arguing that the tests therein
are not truly conparative or that the results achieved are
nerely expected or that the enhanced yields of (-)-"-
bi sabol ol , chamazul ene, cis-spiroether and trans-spiroether
are insignificant. On the contrary, with respect to the

decl arati on evidence, the examner is silent. This
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constitutes reversible error. As stated in Richardson-Vi cks

Inc. v. The Upjohn Co., 122 F.3d 1476, 1483, 44 USPQRd 1181,

1186 (Fed. Cr. 1997), quoting fromln re Soni, 54 F.3d 746,

750, 34 USPQ2d 1684, 1687 (Fed. G r. 1995), “all evidence of

nonobvi ousness nust be consi dered when assessing

patentability.’

On this record, we find that (1) the distillation of
fresh canomle flowers gives rise to unexpectedly superior
results as reported in the Carle Declaration, and (2) the

decl aration evidence serves to rebut any prima facie case of

obvi ousness of claim 14 said to be established by 2 170 404 A
On the strength of the declaration evidence, we reverse the
exam ner’s rejection of claim14 under 35 U. S.C. § 103.

CONCLUSI ON

For the reasons set forth in the body of this opinion, we
affirmthe examner’s decision rejecting clains 7 through 13
on prior art grounds based on GB 2 170 404 A. W reverse the
rejection of claim14 under 35 U.S.C. § 102(b) or, in the
alternative, under 35 U . S.C. § 103 as unpatentabl e over
GB 2 170 404 A. Accordingly, the examner’'s decision is

affirned-in-part.
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

AFFI RVED- | N- PART

SHERMAN D. W NTERS
Adm ni strative Patent Judge

M CHAEL SOFOCLEQUS
Adm ni strative Patent Judge

TEDDY S. GRON
Adm ni strative Patent Judge
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may be extended under 37 CFR

BOARD OF PATENT
APPEALS AND
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Cushman, Darby & Cushman
9th Fl oor

1100 New York Ave.

Washi ngton, DC 20005-3918
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